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CIVIL PROCEDURE: PRACTICE AND PROCEDURE - Application to strike out statement
of claim - Order 18 r. 19 Rules of the High Court 1980- Whether plaintiffs have a cause of
action - Principles applicable in an application to strike out.

The plaintiffs claim that the defendants are damaging the trade, goodwill and interest of
members of the first plaintiff, which includes the second plaintiff, by selling or offering to
sell in Malaysia spirits which are not Scotch Whisky but labelled in such a way as to suggest
that they are whisky distilled and matured in Scotland.

The defendants contended that the first plaintiff are not a distiller, blender or trader in Scotch
Whiskies and do not own any get up or trade marks. That being the case the defendants
argued that the first plaintiff have no proprietory right and therefore no cause of action for its
infringement and sought to strike out the first plaintiff as a party to the suit.

The defendants also sought to strike out the statement of claim of the second plaintiff on the
grounds that the second plaintiff was not the registered user or proprietor of the trade marks
at the time of commencement of this action.

Held:

[1] In so far as the first plaintiff's are concerned the question whether the plaintiffs have a
"pecuniary interest" in the subject matter of the suit cannot be judged merely by reading the
pleadings. In fact, reading the statement of claim alone, it does appear that the plaintiffs do
have some pecuniary interest in the matter. In any case this is not a plain and obvious case
where the plaintiffs do not have a reasonable cause of action. Neither is the action frivolous
and vexatious or an abuse of the process of the Court.

[2] The second plaintiff's are a company who carry on business as distillers, blenders and
exporters of Scotch Whisky. They clearly have a reasonable cause of action against the
defendants whom they allege are passing off their (the defendants’) product as Scotch Whisky
when it is not. The statement of claim of the second plaintiff is not frivolous, vexatious or an
abuse of the process of the Court.

[Defendants' application to strike out statement of claim of first and second plaintiffs
dismissed with costs].
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JUDGMENT
Abdul Hamid bin Haji Mohamed J:

The first plaintiffs are a company incorporated under the United Kingdom Companies Act
1948 and have their registered office in Scotland. The objects for which they have been
established include:

(a) protecting and promoting the interests of the Scotch Whisky trade generally both in
Scotland and elsewhere; (b) to prosecute, defend and enter into legal proceedings in any
territory of the world in defence of the interest of the Scotch Whisky trade.

The first plaintiffs accept and register as members, individuals, companies or firms carrying
on business as distillers, blenders and exporters of Scotch Whisky and each member is
obliged to pay annual subscriptions to the first plaintiffs.

The second plaintiffs are members of the first plaintiffs and are a company incorporated
under the United Kingdom Companies Act 1948 with a registered office in Scotland. They
carry on business as distillers, blenders and exporters of Scotch Whisky distilled in Scotland
from a mash of cereals in a specific manner.

The second plaintiffs have distilled and blended Scotch Whisky and have extensively
advertised, offered for sale and sold the same under the description "Scotch Whisky". Thus, a
person asking for Scotch Whisky in Malaysia or elsewhere would expect it to be distilled in
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Scotland and nowhere else.

The defendants are a company incorporated in Malaysia with a registered office in
Butterworth and carry on the business of processors and bottlers of liquour.

The plaintiffs claim that the defendants are damaging the trade, goodwill and interest of
members of the first plaintiffs, including those of the second plaintiffs by selling or offering
to sell in Malaysia spirits which are not Scotch Whisky but labelled in such a way as to
suggest that they are Scotch Whisky i.e. whisky distilled and matured in Scotland. The
plaintiffs' cause of action is for passing-off their spirits which are not distilled and matured in
Scotland as Scotch Whiskies i.e. whiskies distilled and matured in Scotland.

A number of reliefs are prayed - see statement of claim, Enclosure .
By a summons-in-chambers (Enclosure 13) the defendant applies for the orders that the first

plaintiffs be struck out as a party and that paragraphs 1, 2 and 8 of the plaintiffs' statement of
claim be struck out under O. 18 r. 19 of the Rules of the High Court 1980 (RHC 1980)

By another summons-in-chambers (Enclosure 18) the defendant also applies that the second
plaintiffs' statement of claim be struck out under O. 18 r. 19 of the RHC 1980.

Let me deal with the application against the first plaintiff's first (Enclosure 13).

Learned Counsel for the defendant submits that the first plaintiffs have no cause of action
which is independent or not dependent on the rights of its members. The first plaintiffs are
not a distiller, blender or trader in Scotch Whiskies and do not own any get up or trade marks.
That being the case, the plaintiffs have no proprietory right and therefore have no cause of
action for its infringement.

Learned Counsel for the plaintiffs makes it clear, as it is clearly stated in their statement of
claim that their action is not based on an infringement of any of the plaintiffs' trade marks but
for passing-off the defendants' "Seven Seas" whisky as "Scotch Whisky" i.e. whiskies
distilled and matured in Scotland.

The question is, whether in the circumstances, the first plaintiffs have a cause of action.
Order 18 r. 19 (2) RHC 1980makes it clear that where a defendant makes an application

under O. 18 r. 19(1)(a)that the statement of claim discloses no reasonable cause of action, no
evidence shall be admissible. The Court needs only look at the pleadings.

The principles applicable in considering an application under this paragraph is clear. Suffice
for me to quote the learned authors of the Supreme Court Practice 1988, Vol. I at p. 315:

A reasonable cause of action means a cause of action with some chance of success when only
the allegations in the pleadings are considered... But the practice is clear. So long as the
statement of claim or particulars... disclose some cause of action, or raise some question fit to
be decided by a Judge of a jury, the mere fact that the case is weak, and not likely to succeed
is no ground for striking it out...

| do not think the question whether the plaintiffs have a "pecuniary interest” in the subject
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matter of the suit in the circumstances can be judged merely by reading the pleadings. Indeed,
reading the statement of claim alone, it does appear that the plaintiffs do have some pecuniary
interests in the matter. In any case, | do not think that this is a plain and obvious case where
the plaintiffs do not have a reasonable cause of action. Neither do I think that the action is
frivolous and vexatious or that it is an abuse of the process of the Court.

Defendant's application against the first plaintiffs (Enclosure 13) is dismissed with costs.

Now | turn to Enclosure 18 which is to strike out the second plaintiffs' statement of claim
under O. 18 r. 19(a), (b) and (d). Basically the ground relied on by learned Counsel for the
defendant is the same as in their application against the first plaintiff i.e. the second plaintiff's
have no reasonable cause of action since the second plaintiff's are "not the registered
proprietor or user of all those trade marks at the time of commencement of this action.”

As stated earlier the cause of action of the second plaintiffs, like the first plaintiffs, is for
passing-off, not infringement of a registered trade mark. | find the case of J. Billinger and
Ors. v. Costa Brava Wine Co. [1960] 1 Ch. 262 of some assistance. In that case the plaintiffs
sued on behalf of themselves and all other persons producing wine in the champagne district
of France which was supplied to England and Wales, claiming an injunction restraining the
defendants from applying the trade descriptions "champagne” or "Spanish Champagne” to
wine made in Spain or from grapes grown in Spain. For the sake of brevity, | only wish to
quote paragraph (1) of the head note under "Held":

33A (1) that the law of pasing off was not limited in scope as to allow a person competing in
trade to attach to his produce a name or description with which it had no natural association,
so as to make use of the reputation and goodwill gained by a product genuinely indicated by
that name and description, and that it made no difference if the persons truly entitled to
describe their goods by that name were a class producing goods in a certain locality and not
merely one individual, for the description was part of their goodwill and a right of property.
The law would fail if, as a general rule, it could offer no remedy for the deliberate act of one
person causing damage to the property of another and it should, and did, provide a remedy for
the type of unfair competition alleged in the statement of claim.

The second plaintiffs are a company who carry on business as distillers, blenders and
exporters of Scotch Whisky. | am of the view they clearly have a reasonable cause of action
against the defendants whom they allege are passing-off their (defendants’) product as
Scotch Whisky when it is not. | am of the view that the statement of claim of the second
plaintiff is not frivolous, vexatious or an abuse of the process of the Court.

The defendants' application (Enclosure 18) is also dismissed with costs.
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